
185

Patent and Trademark Office, Commerce § 5.4

amended, 22 U.S.C. 2751 et seq., the Atomic
Energy Act of 1954, as amended, 42 U.S.C.
2011 et seq., and the Nuclear Non-Prolifera-
tion Act of 1978, 22 U.S.C. 3201 et seq., and the
delegations in the regulations under these
acts to the Commissioner (15 CFR 370.10(j), 22
CFR 125.04, and 10 CFR 810.7).

SOURCE: 24 FR 10381, Dec. 22, 1959, unless
otherwise noted.

SECRECY ORDERS

§ 5.1 Correspondence.
All correspondence in connection

with this part, including petitions,
must be addressed to ‘‘Assistant Com-
missioner for Patents (Attention Li-
censing and Review), Washington, DC
20231.’’

[62 FR 53203, Oct. 10, 1997]

§ 5.2 Secrecy order.
(a) When notified by the chief officer

of a defense agency that publication or
disclosure of the invention by the
granting of a patent would be detri-
mental to the national security, an
order that the invention be kept secret
will be issued by the Commissioner of
Patents and Trademarks.

(b) Any request for compensation as
provided in 35 U.S.C. 183 must not be
made to the Patent and Trademark Of-
fice, but directly to the department or
agency which caused the secrecy order
to be issued.

[24 FR 10381, Dec. 22, 1959, as amended at 62
FR 53203, Oct. 10, 1997]

§ 5.3 Prosecution of application under
secrecy orders; withholding patent.

Unless specifically ordered otherwise,
action on the application by the Office
and prosecution by the applicant will
proceed during the time an application
is under secrecy order to the point in-
dicated in this section:

(a) National applications under se-
crecy order which come to a final re-
jection must be appealed or otherwise
prosecuted to avoid abandonment. Ap-
peals in such cases must be completed
by the applicant but unless otherwise
specifically ordered by the Commis-
sioner will not be set for hearing until
the secrecy order is removed.

(b) An interference will not be de-
clared involving national applications
under secrecy order. However, if an ap-

plicant whose application is under se-
crecy order seeks to provoke an inter-
ference with an issued patent, a notice
of that fact will be placed in the file
wrapper of the patent. (See § 1.607(d))

(c) When the national application is
found to be in condition for allowance
except for the secrecy order the appli-
cant and the agency which caused the
secrecy order to be issued will be noti-
fied. This notice (which is not a notice
of allowance under § 1.311 of this chap-
ter) does not require reply by the appli-
cant and places the national applica-
tion in a condition of suspension until
the secrecy order is removed. When the
secrecy order is removed the Patent
and Trademark Office will issue a no-
tice of allowance under § 1.311 of this
chapter, or take such other action as
may then be warranted.

(d) International applications under
secrecy order will not be mailed, deliv-
ered or otherwise transmitted to the
international authorities or the appli-
cant. International applications under
secrecy order will be processed up to
the point where, if it were not for the
secrecy order, record and search copies
would be transmitted to the inter-
national authorities or the applicant.

(Pub. L. 94–131, 89 Stat. 685)

[43 FR 20470, May 11, 1978, as amended at 53
FR 23736, June 23, 1988; 62 FR 53203, Oct. 10,
1997]

§ 5.4 Petition for rescission of secrecy
order.

(a) A petition for rescission or re-
moval of a secrecy order may be filed
by, or on behalf of, any principal af-
fected thereby. Such petition may be in
letter form, and it must be in dupli-
cate.

(b) The petition must recite any and
all facts that purport to render the
order ineffectual or futile if this is the
basis of the petition. When prior publi-
cations or patents are alleged the peti-
tion must give complete data as to
such publications or patents and
should be accompanied by copies there-
of.

(c) The petition must identify any
contract between the Government and
any of the principals, under which the
subject matter of the application or
any significant part thereof was devel-
oped, or to which the subject matter is
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